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DETAILED ACTION 

Priority 

1 . The later- filed application must be an application for a patent for an invention which is 
also disclosed in the prior application (the parent or original nonprovisional application or 
provisional application). The disclosure of the invention in the parent application and in the later- 
filed application must be sufficient to comply with the requirements of the first paragraph of 35 
U.S.C. 112. See Transco Products, Inc. v. Performance Contracting, Inc., 38 F.3d 551, 32 
USPQ2d 1077 (Fed. Cir. 1994). The disclosure of the prior-filed application, Application No. 
60/090,028, fails to provide adequate support or enablement in the manner provided by the first 
paragraph of 35 U.S.C. 1 12 for one or more claims of this application. This application is a 
division of application no.: 09/335,947 which is now U.S. Patent No.: 6,658,021. Application 
no.: 09/335,947 now U.S. Patent No.: 6,658,091 claims priority back to provisional application 
no.: 60/090,028 which is dated June 19, 1998. The provisional application no.: 60/090,028 
shows data structures for PPP over SONET or packet over SONET, ATM over SONET, and 
Line cards but never provides link sending or receiving channelized data tributary streams which 
carry both Packet over SONET and ATM over SONET in tributary streams together 
simultaneously. According claims 46-69 are not entitled to the benefit of the filing date of the 
provisional date which is June 19, 1998. but to the filling date of this application which is 
9/22/03. In fact the applicant claims that this application is a division of application 09/335,947 
which is U.S. Patent No.: 6,658,021; however, an amendment was made to the specification on 
9/22/03. The amendment gives an overview of the invention which was not described in 
application 09/335,947 so this application is not a division but in essence a CIP. 



Application/Control Number: 10/665,349 
Art Unit: 2475 



Page 3 



Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 46, 53, & 59 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pierson (U.S. Patent No.: 6,487,198) in view of Noh (U.S. Patent No.: 6,134,238) 
Referring to claim 46, Pierson teaches: A device (Figure 6) 

a demultiplexer configured to receive a synchronous optical network (SONET) data stream and 
separate SONET data stream into packet over SONET data stream and asynchronous transfer 
mode (ATM) data stream (SONET receiver per Fig 6 demultiplexes the synchronous optical data 
stream (601) into ATM cells which carries both DSOs and HDLC or ATM over SONET and 
packet over SONET simultaneously per col. 10 lines 33 to col. 12 lines 49. Please note that 
HDLC is described in detail per col. 12 lines 29 to 49) and a line card coupled to the 
demultiplexer (port on SONET receiver is interpreted as a line card per Fig 6) 

Pierson does not expressly call for: separate the channelized synchronous optical data stream into 
a constituent tributary data stream and configured to provide the demultiplex with the 
channelized SONET data stream 

Noh teaches: separate the channelized synchronous optical data stream into a constituent 
tributary data stream (SONET data stream is separated into a tributary which carried the ATM 
cell per col. 5 lines 65 to col. 6 line 19 and col. 6 line 63 to col. 7 line 5) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the separate the channelized synchronous optical data stream into a constituent tributary data 
stream and configured to provide the demultiplex with the channelized SONET data stream of 
Noh to the processing performed by the SONET Receiver of Pierson because by processing 
ATM cells with in VC the bandwidth utilized in transmitting and receiving the data is more 
efficiently utilized which will result in an improved performance. 

Referring to claim 53, Pierson teaches: one or more devices in a data processing environment 
(Fig 6 is the device) comprising: 
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A multiplexer configured to simultaneously received a packet over synchronous optical network 
(POS) data stream and a asynchronous transfer mode data stream (The SONET transmitter or 
multiplexer simultaneously receives an ATM cell which has two Tls comprising both DSOs and 
HDLC or both packet over SONET and ATM over SONET per Fig 6 and per col. 12 lines 50-67. 
It should be noted that HDLC is in slot 24 which is also sent per col. 12 lines 33 to 44) 

And a line card coupled to the multiplexer and configure to receive the single channelized 
SONET data stream (A port on the SONET receiver is the line card which receives a single 
channelized SONET data stream per Fig 6 and per col. 12 lines 50-67) 

Pierson does not expressly call for: combine the simultaneously received data streams into a 
single channelized synchronous optical network (SONET ) data stream 

Noh teaches: combine the simultaneously received data streams into a single channelized 
synchronous optical network (SONET ) data stream (Fig 7A shows three VC3 or tributary 
streams which are simultaneously concatenated to create a single STM-1 or SONET single data 
stream per col. 6 lines 20 to 62 and col. 5 lie 54 to col. 6 line 19) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
combine the simultaneously received data streams into a single channelized synchronous optical 
network (SONET) data stream of Noh to the processing of SONET transmitter of Pierson 
because by processing ATM cells with in VC the bandwidth utilized in transmitting and 
receiving the data is more efficiently utilized which will result in an improved performance 

Referring to claim 59, Pierson teaches: forwarding node for directing data in a network (Figure 
6) the forwarding node including: 

A means for creating single synchronous optical network data stream including a packet over 
synchronous optical data stream and an asynchronous transfer mode (ATM) tributary data stream 
(SONET transmitter per Fig 6 creates a single SONET data stream including data in atm cell 
over SONET and HDLC in ATM cell over SONET or packet over SONET pr col. 12 lines 50 to 
67 and per col. 12 lines 33 to 44) 

Means for transmitting a single SONET data stream (SONET transmitter per Fig 6 and col. 12 
lines 50-67) 

Pierson does not expressly call for: at least two simultaneous tributary streams in a single 
SONET data stream 

Noh teaches: at least two simultaneous tributary streams in a single SONET data stream (Fig 7A 
shows three VC3 or tributary streams which are simultaneously concatenated to create a single 
STM-1 or SONET single data stream per col. 6 lines 20 to 62 and col. 5 lie 54 to col. 6 line 19) 
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It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
at least two simultaneous tributary streams of Noh to the processing of SONET transmitter of 
Pierson because by processing ATM cells with in VC the bandwidth utilized in transmitting and 
receiving the data is more efficiently utilized which will result in an improved performance. 
Combining the at least two simultaneous tributary streams in to the SONET transmitter would 
result in having a means for transmitting at least two simultaneous tributary streams which 
include both packet over SONET and ATM over SONET and would also result in the 
transmitting means for transmitting at least two simultaneous tributary SONET data streams in a 
single SONET data stream. 

4. Claim 47 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierson (U.S. 
Patent No.: 6,487,198) in view of Noh (U.S. Patent No.: 6,134,238) further in view of Kremer 
(U.S. Patent No.: 5,278,824) 

Referring to claim 47, the combination of Pierson and Noh teach: the device of claim 46 and 
receiving channelized SONET data stream 

The combination of Pierson and Noh do not expressly call for: a single optical fiber 
Kremer teaches: single optical fiber (col. 2 lines 39 to 67) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the single optical fiber of Kremer to the device of the combination of Pierson and Noh in order to 
receive SONET signal from another node. 

5. Claims 48, 54, & 60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pierson (U.S. Patent No.: 6,487,198) in view of Noh (U.S. Patent No.: 6,134,238) further in view 
of Vogel (U.S. Patent No.: 6,075,788) 

Referring to claim 48, the combination of Pierson and Noh teach: the device of claim 46 and 
wherein the tributary data stream additionally include a DS tributary stream (Tl is in the data 
stream) 

The combination of Pierson and Noh does not expressly call for: PPP 

Vogel teaches: PPP (PPP frames in ATM cells in SONET per col. 2 lines 2) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the PPP of Vogel to within the ATM cells of Pierson and Noh in order to improve the 
performance of sending ATM cells 
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Referring to claim 54, the combination of Pierson and Noh teach: the one or more devices of 
claim 53 and simultaneously receiving tributary streams including DS tributary data 

The combination of Pierson and Noh do not expressly call for: PPP 

Vogel teaches: PPP (PPP frames in ATM cells in SONET per col. 2 lines 2) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the PPP of Vogel to within the ATM cells which constitute DS tributary data of Pierson and Noh 
in order to improve the performance of sending ATM cells 

Referring to claim 60, the combination of Pierson and Noh teach: the forwarding node of claim 
59 and wherien the at least two simultaneous tributary streams additionally include a DS 
tributary data steam 

The combination of Pierson and Noh do not expressly call for: PPP 

Vogel teaches: PPP (PPP frames in ATM cells in SONET per col. 2 lines 2) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the PPP of Vogel to within the ATM cells which constitute DS tributary data of Pierson and Noh 
in order to improve the performance of sending ATM cells 

6. Claims 49-53, 55-58 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pierson (U.S. Patent No.: 6,487,198) in view of Noh (U.S. Patent No.: 6,134,238) further in view 
of further in view of Schmidt (U.S. Patent No.: 6,205,154) 

Referring to claim 49, the combination of Pierson and Noh teach: the device of claim 46 and 
SONET data stream 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
SONET of the combination of Pierson and Noh in order to be standards compliant and build a 
system which is inoperable with legacy SONET systems. 
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Referring to claim 50, the combination of Pierson and Noh teach: the device of claim 46 and 
POS tributary data streams 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard of Schmidt to 
the to the POS tributary data of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

Referring to claim 51, the combination of Pierson and Noh teach: the device of claim 46 and 
ATM tributary data streams 

The combination of Pierson and Noh do not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
to the ATM tributary data stream of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

In addition Pierson teaches: 

Regarding claim 52, wherein the tributary data streams additionally include a composite tributary 
stream that includes a POS tributary data stream and ATM data stream (The reference teaches 
ATM cells which had both HDLC and DS) or a composite in the same SONET stream or a 
composite tributary per col. 10 lines 33 to col. 12 lines 49. & per col. 12 lines 29 to 49 

Referring to claim 55, the combination of Pierson and Noh teach: the on e or more devices of 
claim 53 and channelized SONET data stream 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
channelized SONET data stream of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 



Application/Control Number: 10/665,349 
Art Unit: 2475 



Page 8 



Referring to claim 56, the combination of Pierson and Noh teach: the one or more devices of 
claim 53 and POS tributary data streams 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard of Schmidt to 
the to the POS tributary data of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

Referring to claim 57, the combination of Pierson and Noh teach: the one or more devices of 
claim 53 and ATM tributary data streams 

The combination of Pierson and Noh do not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
to the ATM tributary data stream of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

In addition Pierson teaches: 

Regarding claim 58, wherein the simultaneously received tributary data streams additionally 
include a composite tributary stream that includes a POS tributary data stream and ATM data 
stream (The reference teaches ATM cells which had both HDLC and DS) or a composite in the 
same SONET stream or a composite tributary per col. 10 lines 33 to col. 12 lines 49. & per col. 
12 lines 29 to 49 

Referring to claim 61, the combination of Pierson and Noh teach: the forwarding node of claim 
59 and single SONET data stream 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 



Application/Control Number: 10/665,349 
Art Unit: 2475 



Page 9 



It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
channelized SONET data stream of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

Referring to claim 62, the combination of Pierson and Noh teach: the forwarding node of claim 
59 and POS tributary data streams 

The combination of Pierson and Noh does not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard of Schmidt to 
the to the POS tributary data of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

Referring to claim 63, the combination of Pierson and Noh teach: the forwarding node of claim 
59 and ATM tributary data streams 

The combination of Pierson and Noh do not expressly call for: optical carry rate in accordance 
with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
to the ATM tributary data stream of the combination of Pierson and Noh in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

In addition Pierson teaches: 

Regarding claim 64, wherein the simultaneously received tributary data streams additionally 
include a composite tributary stream that includes a POS tributary data stream and ATM data 
stream (The reference teaches ATM cells which had both HDLC and DS) or a composite in the 
same SONET stream or a composite tributary per col. 10 lines 33 to col. 12 lines 49. & per col. 
12 lines 29 to 49 

7. Claim 65 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierson (U.S. 

Patent No.: 6,487,198) in view of Stephenson(U.S. Patent No.: 5,081,654) 

Referring to claim 65, Pierson teaches: a method for transmitting information over a fiber optic 
cable (Fig 6 performs the method) the method comprising: 
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Constructing a packet over synchronous optical network (POS) data stream (ATM transmitter 
per Fig 6 takes Tls which have HDLC channels and inserts as part of the Tl into an ATM cell. 
The SONET transmitter per Fig 6 inserts the HDLC in ATM cell into SONET per col. 12 lines 
50-67. Please refer to details associated with HDLC per col. 12 lines 33 to 44) 

Constructing an asynchronous transfer mode (ATM) data stream (ATM transmitter per Fig 6 
takes Tls which have DSO and inserts into an ATM cell. The SONET transmitter inserts the 
ATM cell into SONET per col. 12 lines 50-67) 

Combining the POS data stream and the ATM data stream into a single payload of synchronous 
optical data stream (An ATM cell with Tl data and HDLC data which is both POS and ATM 
are inserted into SONET per col. 12 lines 50-67. The ATM cells are mapped to payloads per col. 
2 lines 36 to 40) 

Transmitting the single SONET data stream (The ATM transmitter transmits the single SONET 
stream per col. 12 lines 50-67) 

Pierson does not teach: single channelized synchronous optical data 

Stephenson teaches: single channelized synchronous optical data (One channel of SONET data 
per Fig 1 and per col. 4 lines 1 1 to 21) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the single channelized synchronous optical data of Schmidt to the combined POS and ATM 
single data stream of Pierson in order to send the data in a standards based format in order to be 
interoperable with standards based system. 



8. Claim 66 is rejected under 35 U.S.C. 103(a) as being unpatentable over Pierson (U.S. 
Patent No.: 6,487,198) in view of Stephenson (U.S. Patent No.: 5,081,654) further in view of 
Kremer (U.S. Patent No.: 5,278,824) 



Referring to claim 66, the combination of Pierson and Stephenson teach: the method of claim 65 
and wherein the single SONET data streams is transmitted 

The combination of Pierson and Stephenson does not expressly call for: a single optical fiber 
Kremer teaches: single optical fiber (col. 2 lines 39 to 67) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the single optical fiber of Kremer to SONET transmitter of Pierson in order to transmit SONET 
signal to another node. 
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9. Claim 67-69 are rejected under 35 U.S.C. 103(a) as being unpatentable over Pierson 
(U.S. Patent No.: 6,487,198) in view of Stephenson (U.S. Patent No.: 5,081,654) further in view 
of Schmidt (U.S. Patent No.: 6,205,154) 



Referring to claim 67, the combination of Pierson and Stephenson teach: the method of claim 65 
and single SONET data stream 

Pierson does not expressly call for: optical carry rate in accordance with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
channelized SONET data stream of Pierson in order to be standards compliant and build a 
system which is inoperable with legacy SONET systems. 

Referring to claim 68, the combination of Pierson and Stephenson teaches: the device of claim 
65 and POS tributary data streams 

The combination of Pierson and Stephenson do not expressly call for: optical carry rate in 
accordance with the SONET standard. 

Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 

It would have been obvious to add the optical carry rate of the SONET standard of Schmidt to 
the to the POS tributary data of the combination Pierson and Stephenson in order to be standards 
compliant and build a system which is inoperable with legacy SONET systems. 

Referring to claim 69, the combination of Pierson and Stephenson teaches: the method of claim 
65 and ATM tributary data streams 

The combination of Pierson and Stephenson does not expressly call for: optical carry rate in 
accordance with the SONET standard. 



Schmidt teaches: optical carry rate in accordance with the SONET standard per col. 3 lines 34 to 
67 
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It would have been obvious to add the optical carry rate of the SONET standard Schmidt to the 
to the ATM tributary data stream of the combination of Pierson and Stepheson in order to be 
standards compliant and build a system which is inoperable with legacy SONET systems. 

In addition Pierson teaches: 

Regarding claim 64, wherein the simultaneously received tributary data streams additionally 
include a composite tributary stream that includes a POS tributary data stream and ATM data 
stream (The reference teaches ATM cells which had both HDLC and DS) or a composite in the 
same SONET stream or a composite tributary per col. 10 lines 33 to col. 12 lines 49. & per col. 
12 lines 29 to 49 

Claim Rejections - 35 USC §101 

10. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

1 1 . Claims 65-69 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non-statutory subject matter. 

Referring to claim 65, claim 65 is directed to a method creating and sending a signal. In order to 
be statutory a significant step of the method must be performed by physical structure or a 
physical transformation must be performed. The examiner has not interpreted the transmission 
of a SONET data structure as a significant step consequently, this claim is non-statutory. None 
of the dependent claims correct this deficiency so they are also non-statutory. 

Specification 

12. The disclosure is objected to because of the following informalities: The examiner 
objects to the section of the specification in which the status of related applications are described 
because the applicant has stated that this application is a division of Patent 6,658,021 where the 
applicant has clearly amended the specification to add new matter which was previously not 
described in the parent application making this clearly a Continuation in part. The specification 
is further objected to because the applicant has claimed priority to the provisional specification 
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again where the applicant has clearly added new matter and therefore is not entitled to the 
original priority date. Appropriate correction is required. 

Drawings 

12. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Applicant's best drawing relative to this 
application shows a SONET MUX/DEMUX and Line card in Fig 4; however, none of the 
applicant drawings show the following: "channelized SONET data stream and tributary data 
streams simultaneously including packet over SONET tributary data stream and ATM tributary 
data" as specified in claim 46; "simultaneously receiving tributary data streams including packer 
over SONET and ATM tributary streams" and "combining the simultaneously received tributary 
data streams into a single SONET data stream" as specified in claim 53; "means for creating at 
least two simultaneous tributary synchronous optical network data streams including: packet 
over SONET tributary data stream an ATM tributary data stream" as specified in claim 59; and 
"constructing of packer over SONET' constructing of ATM data stream, and combining the 
packet over SONET and ATM data stream into a single channelized SONET data stream" as 
specified in claim 65. Therefore, the claims 46, 53, 59, & 65 must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
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must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1 .121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 



Response to Amendment 

13. Applicant's arguments filed 8/3 1/09 have been fully considered but they are not 
persuasive. 

The examiner respectfully disagrees with the applicant argument that claims 61-64 were not 
rejected previously as a 103 rejection and therefore upon submission of a terminal disclaimer 
then the claims would be allowable. Clearly on Pgs 9-10 claims 61-64 were previously rejected 
under 103. 

The examiner respectfully disagrees that the applicant has overcome the examiner objection that 
the specification should be a continuation in part and not a division as indicated in the related 
application section. In order to be a division of the parent the specification needs to be virtually 
the same. The specification in the instant application appears to be different from the parent 
application. The examiner is confused as to why the applicant would argue that portions of 
pages in the parent patent provided support for certain sections. The examiner asserts that 
because the applicant has not proven that the specification in the instant application is not 
virtually the same as the parent patent application that the applicant has failed the burden of 
proof that the instant application is a division. 

The examiner respectfully disagrees with the applicant argument that the provisional application 
on Pg 184 shows packet over SONET in a tributary. On Pg 184 of the provisional application 
the virtual shows a big circle with a small circle with POS in the small circle. POS is not defined 
and there is no mention of tributary. No where in the drawing does applicant define tributary. 
No where in the drawing is POS defined as packet over SONET. No where in the drawing is 
simultaneous defined for sending both ATM in a tributary and packet over SONET in a tributary. 
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The examiner respectfully disagrees with the applicant argument that the objection to the 
drawing has been traversed. Figures 3 and 7 are independent drawings. No where on either 
drawing is it stated that the POS and ATM simultaneously sent in two tributaries; consequently, 
applicant argument is not persuasive. 

The examiner agrees that the revised drawings are of adequate quality to be in a published patent 
so the objection to the quality of the drawings has been traversed. 

The examiner agrees that the objection to claims 67-69 has been traversed. 

The examiner is confused relative to applicant argument that the original claim 46 supports 
priority back to the parent application. Claim 46 provides priority back to the filing date of this 
instant application. 

The examiner disagrees with applicant's argument that the provisional application provided 
support for simultaneous including packet over SONET in a tributary and ATM in a tributary 
based upon Pg 184 of the provisional application. The words simultaneous, tributaries, and 
packet over SONET are never explained or defined on Pg 1 84 of the provisional application; 
therefore, applicant argument is not persuasive. 

The examiner respectfully disagrees with the applicant's assertion that Pg 1 84 of the provisional 
application is being ignored because the examiner has not agreed to applicant assertion of 
priority. The examiner asserts that the because POS is never defined as packet over SONET and 
tributaries are never defined and simultaneous tributaries are never defined in the Figure that the 
applicant is not entitled to provisional application priority date for the limitation of "separate the 
channelized SONET data streams into constituent tributary data streams, the tributary data 
streams simultaneously including a packet over SONET tributary data stream and an 
asynchronous transfer mode tributary data stream 

The examiner respectfully disagrees with the applicant's argument relative to claim 46 that the 
combination of reference do not teach: "separate the channelized SONET data stream into 
constituent tributary data streams. The applicant has not claimed that the POS tributary data 
stream and the ATM tributary data stream are two separate and independent tributary data 
streams which one tributary data stream only contains ATM and another tributary data stream 
contains POS. 

Referring to claim 46, Pierson teaches: A device (Figure 6) 

a demultiplexer configured to receive a synchronous optical network (SONET) data stream and 
separate SONET data stream into packet over SONET data stream and asynchronous transfer 
mode (ATM) data stream (SONET receiver per Fig 6 demultiplexes the synchronous optical data 
stream (601) into ATM cells which carries both DSOs and HDLC or ATM over SONET and 
packet over SONET simultaneously per col. 10 lines 33 to col. 12 lines 49. Please note that 
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HDLC is described in detail per col. 12 lines 29 to 49) and a line card coupled to the 
demultiplexer (port on SONET receiver is interpreted as a line card per Fig 6) 

Pierson does not expressly call for: separate the channelized synchronous optical data stream into 
a constituent tributary data stream and configured to provide the demultiplex with the 
channelized SONET data stream 

Noh teaches: separate the channelized synchronous optical data stream into a constituent 
tributary data stream (SONET data stream is separated into a tributary which carried the ATM 
cell per col. 5 lines 65 to col. 6 line 19 and col. 6 line 63 to col. 7 line 5) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
the separate the channelized synchronous optical data stream into a constituent tributary data 
stream and configured to provide the demultiplex with the channelized SONET data stream of 
Noh to the processing performed by the SONET Receiver of Pierson because by processing 
ATM cells with in VC the bandwidth utilized in transmitting and receiving the data is more 
efficiently utilized which will result in an improved performance 

The limitation of "separate the channelized synchronous optical data stream into a constituent 
tributary data stream" does not require in the broadest interpretation that the POS and the ATM 
are in two independent tributaries and are separated. The claim only requires that the data in the 
channelized SONET in VCs be separated. Clearly the reference NOH performs this limitation. 

The examiner disagrees with the applicant argument that the reference NOH need to teach: 
separating the ATM and STM traffic into separate and independent tributaries because applicant 
has not claimed this limitation. Pierson teaches: both ATM and Packet over SONET are in a 
SONET frame and NOH teaches the data can be inserted into VCs for more efficient utilization 
of bandwidth; therefore, the combination of reference teach the claimed invention. Clearly when 
the VC are demultiplexed then the POS and ATM are simultaneously received. 

The examiner disagrees with the applicant argument that the reference NOH needs to teach: 
ATM VP cross-connect receiver a channelized SONET data stream and that the ATM VP cross- 
connect separates the VC3 into constituent data streams because this is not a claimed limitation. 

The examiner disagrees with the applicant's argument that the reference NOH needs to teach a 
demultiplexer configured to receive a channelized synchronous optical network data stream and 
separate the channelized SONET data stream into constituent tributary data streams the tributary 
data streams simultaneously including a packet over SONET (POS) tributary data stream and a 
synchronous transfer mode (ATM) tributary because the combination of reference teach this 
limitation. 

The examiner respectfully disagrees with the applicant argument that the combination of 
reference do not teach: simultaneously received data streams into a single channelized 
synchronous optical network (SONET ) data stream. Again it should be noted that the applicant 
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has not claimed that the POS tributary data stream and the ATM tributary data stream are two 
separate and independent data streams in which one tributary only carries POS and the other 
independent tributary carries only ATM. 

Referring to claim 53, Pierson teaches: one or more devices in a data processing environment 
(Fig 6 is the device) comprising: 

A multiplexer configured to simultaneously received a packet over synchronous optical network 
(POS) data stream and a asynchronous transfer mode data stream (The SONET transmitter or 
multiplexer simultaneously receives an ATM cell which has two Tls comprising both DSOs and 
HDLC or both packet over SONET and ATM over SONET per Fig 6 and per col. 12 lines 50-67. 
It should be noted that HDLC is in slot 24 which is also sent per col. 12 lines 33 to 44) 

And a line card coupled to the multiplexer and configure to receive the single channelized 
SONET data stream (A port on the SONET receiver is the line card which receives a single 
channelized SONET data stream per Fig 6 and per col. 12 lines 50-67) 

Pierson does not expressly call for: combine the simultaneously received data streams into a 
single channelized synchronous optical network (SONET ) data stream 

Noh teaches: combine the simultaneously received data streams into a single channelized 
synchronous optical network (SONET ) data stream (Fig 7A shows three VC3 or tributary 
streams which are simultaneously concatenated to create a single STM-1 or SONET single data 
stream per col. 6 lines 20 to 62 and col. 5 lie 54 to col. 6 line 19) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
combine the simultaneously received data streams into a single channelized synchronous optical 
network (SONET) data stream of Noh to the processing of SONET transmitter of Pierson 
because by processing ATM cells with in VC the bandwidth utilized in transmitting and 
receiving the data is more efficiently utilized which will result in an improved performance 

The examiner respectfully disagrees with the applicant's argument Pierson teaches away from 
the claimed invention because Pierson does not teach the whole claim limitation of 53. Applicant 
has failed the burden of providing specific evidence to the fact. More specifically the examiner 
disagrees that because Pierson teaches an ATM containing both Tls and HDLC which is 
converted into SONET that the this teaches away from the claimed invention. Noh teaches: 
combine the simultaneously received data streams into a single channelized synchronous optical 
network (SONET ) data stream (Fig 7A shows three VC3 or tributary streams which are 
simultaneously concatenated to create a single STM-1 or SONET single data stream per col. 6 
lines 20 to 62 and col. 5 lie 54 to col. 6 line 19) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
combine the simultaneously received data streams into a single channelized synchronous optical 
network (SONET) data stream of Noh to the processing of SONET transmitter of Pierson 
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because by processing ATM cells with in VC the bandwidth utilized in transmitting and 
receiving the data is more efficiently utilized which will result in an improved performance 

Applicant goes on to state that the second reference Noh does not remedy the fact that Pierson 
teaches away from the claimed invention because Pierson does not teach: single channelized 
SONET data stream. Clearly the primary reference, Pierson, taught SONET with ATM and POS 
and the Noh teaches: demuxing VC3with both ATM and POS which are multiplexed and further 
configured into a single channelized synchronous optical network SONET data stream or the 
claimed invention. 

The examiner respectfully disagrees with the applicant argument that the implementation of the 
combination is inefficient is even relevant because efficiency is not part of the claimed 
limitation. Clearly the combination is not inefficient because the ATM and POS are already in 
SONET together and per Pierson and Noh breaks the combination into VC3 in order to better 
utilize the bandwidth request. 

The examiner disagrees with the applicant argue that the reference Noh need to teach that the 
tributaries of concatenated mode includes POS and ATM. Clearly from the above argument 
Pierson teaches the POS and ATM are concatenated. 

The examiner respectfully disagrees with the applicant argument that the combination of 
reference do not teach the claimed limitation. Since this is repeating the same response the 
examiner recommend referring to the above rejection. 

The examiner respectfully disagrees with the applicant argument that the rejection is a mere 
conclusory statement because the examiner has not explained how the two reference are 
combined and that the combination is inefficient. The examiner has explained in the above 
rejection how to combine the two reference to implement the claimed invention and the 
motivation to combine is proper therefore the rejection is not a mere conclusory statement. 

The examiner disagrees with the applicant argument that the combination of references do not 
teach: Means for transmitting a single SONET data stream or at least two simultaneous tributary 
streams in a single SONET data stream. Again it should be noted that the applicant has not 
claimed that the POS tributary data stream and the ATM tributary data stream are two separate 
and independent tributary data streams which one tributary data stream only contains ATM and 
another tributary data stream contains POS. 

Referring to claim 59, Pierson teaches: forwarding node for directing data in a network (Figure 
6) the forwarding node including: 

A means for creating single synchronous optical network data stream including a packet over 
synchronous optical data stream and an asynchronous transfer mode (ATM) tributary data stream 
(SONET transmitter per Fig 6 creates a single SONET data stream including data in atm cell 
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over SONET and HDLC in ATM cell over SONET or packet over SONET pr col. 12 lines 50 to 
67 and per col. 12 lines 33 to 44) 

Means for transmitting a single SONET data stream (SONET transmitter per Fig 6 and col. 12 
lines 50-67) 

Pierson does not expressly call for: at least two simultaneous tributary streams in a single 
SONET data stream 

Noh teaches: at least two simultaneous tributary streams in a single SONET data stream (Fig 7A 
shows three VC3 or tributary streams which are simultaneously concatenated to create a single 
STM-1 or SONET single data stream per col. 6 lines 20 to 62 and col. 5 lie 54 to col. 6 line 19) 

It would have been obvious to one of ordinary skill in the art at the time of the invention to add 
at least two simultaneous tributary streams of Noh to the processing of SONET transmitter of 
Pierson because by processing ATM cells with in VC the bandwidth utilized in transmitting and 
receiving the data is more efficiently utilized which will result in an improved performance. 
Combining the at least two simultaneous tributary streams in to the SONET transmitter would 
result in having a means for transmitting at least two simultaneous tributary streams which 
include both packet over SONET and ATM over SONET and would also result in the 
transmitting means for transmitting at least two simultaneous tributary SONET data streams in a 
single SONET data stream. 

The examiner respectfully disagrees with the applicant argument that the claim is broken into 
illogical portions and breaking the claim into portions is impermissible because the examiner has 
not treated the claim as a whole. The examiner respects the applicant right to their opinion but 
applicant has not met the burden required to prove that the claim was not treated as a whole. The 
examiner asserts that the claim was considered as a whole and was rejected using a combination 
of reference in a 103 rejection with a proper motivation to combine; thus, the rejection is proper. 

The examiner respectfully disagrees with the combination of reference teach away from the 
claimed invention. Applicant has failed the burden to specifically provide evidence that teaches 
away from the claimed invention. 

The examiner respectfully disagrees with the applicant argument that the Noh needs to teach: 
means for transmitting the at least two simultaneous tributary data streams including packet over 
synchronous optical network (POS) tributary data stream and an asynchronous transfer mode. 
The combination of reference teach: means for transmitting the at least two simultaneous 
tributary data streams including packet over synchronous optical network (POS) tributary data 
stream and an asynchronous transfer mode of the claimed invention as explained above. 

The examiner respectfully disagrees with the applicant's argument that the Noh teaching that the 
configuration is not efficient is relevant because applicant has not claimed the efficiency in the 
claim limitations. 
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The examiner respectfully disagrees that Noh needs to teach: tributaries of the concatenated 
mode includes packet over synchronous optical network (POS) tributary data steam, and an 
asynchronous transfer mode (ATM) tributary data stream because the combination of reference 
teach this limitation. 

The examiner respectfully disagrees with applicant's argument that the motivation to combine 
Pierson and Noh is improper. Clearly the motivation is understandable and reasonable and 
therefore is not improper. 

The examiner respectfully disagrees with the applicant argument that the rejection is a mere 
conclusory statement. The examiner respects the applicant right to their opinion but applicant 
has not met the burden required to prove that the claim was rejected based upon a mere 
conclusory statement. . The examiner asserts that the claim was considered as a whole and was 
rejected using a combination of reference in a 103 rejection with a proper motivation to combine; 
thus, the rejection is proper and not conclusory. 

The examiner respectfully disagrees with the applicant argument that the implementation of the 
combination is inefficient is even relevant because efficiency is not part of the claimed 
limitation. Clearly the combination is not inefficient because the ATM and POS are already in 
SONET together and per Pierson and Noh breaks the combination into VC3 in order to better 
utilize the bandwidth request 

The examiner disagrees with the applicant argument relative to the independent claims that the 
103 rejection has been traversed. Applicant essentially argues the same argument as previously 
cited above associated with the independent claim and argues that the secondary reference does 
not correct the deficiencies and therefore is allowable. The examiner has already explained that 
the rejection for the independent claims is proper and therefore in order to be concise the 
examiner will not repeat the above argument. 

The examiner has added an additional reference to the rejection of claim 65 in order to clarify the 
rejection. 

The examiner agrees with the applicant argument that the obvious double patenting rejection has 
been traversed because the terminal disclaimer submitted has been reviewed and approved. 

Conclusion 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ROBERT W. WILSON whose telephone number is (571)272- 
3075. The examiner can normally be reached on M-F (8:00-4:30). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Dang Ton can be reached on 571/272-3171. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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